IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 78/751,105
Published for Opposition in the OFFICIAL GAZETTE on December 12, 2006

"UMG RECORDINGS, INC. Opposition No.:
Opposer
V.
MATTEL, INC.,
Applicant
NOTICE OF OPPOSITION

UMG Recordings, Inc., (“Opposer” or “UMG”), a Delaware corporation having
its principal place of business in Santa Monica, California, believes it would be damaged
by the registration of the mark MOTOWN METAL as shown in Application Serial No.

78/751,105 filed by Mattel, Inc. (“Applicant”) and hereby opposes same.

As grounds for this opposition it is alleged:
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1. On or before November 10, 2005, Applicant t&leﬂ;mgigltent-to-use 396,88 0P

application with the United States Patent & Trademark Office to register the mark
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MOTOWN METAL for toys, games and playthings, namely, toy vehicles and accessories

therefor, in International Class 28 (“the Application”).

2. On January 10, 2007, UMG requested a 90-day extension of time to
oppose the Application, which was granted by the PTO. UMG was therefore given until

April 11, 2007 to oppose the Application.

3. UMG has been using the marks MOTOWN and MOTOWN and Design
for, inter alia, the goods_and services shown on Attachment A, which is specifically
incorporated herein, since at least as early as 1960. As such, UMG has for many years
been engaged in the manufacture, sale and provision of the goods and services shown on

Attachment A prior to the filing of the Application.

4. UMG is the owner of various United States Registrations and Applications
for the marks MOTOWN and MOTOWN and Design, as shown on Attachment A. In

addition, UMG is the owner of common law rights.

5. The Application was filed on November 10, 2005. The dates of filing or
first use of Opposer’s marks MOTOWN and MOTOWN and Design all predate
November 10, 2005, see, e.g., Attachment A. Therefore, Opposer’s use precedes any use

by Applicant.
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6. Prior to Applicant’s filing of the application for the mark MOTOWN
METAL and/or any alleged use of said mark, UMG has made substantial and continuous
use of the MOTOWN and MOTOWN and Design marks in interstate commerce on and
in connection with the advertising, promotion, and sale of many types of goods and
services, including those shown on Attachment A, and in connection with toys, games,

and playthings.

7. By virtue of aforesaid advertising, promotion and sales, UMG’s
MOTOWN and MOTOWN and Design trademarks have come to represent valuable

good will owned by UMG.

8. The goods and services on which UMG uses its MOTOWN and
MOTOWN and Design trademarks, and the goods on which Applicant intends to use the
MOTOWN METAL mark are related and are sold through the same channels of trade

and to the same class of purchasers.

9. Furthermore, UMG’s marks MOTOWN and MOTOWN and Design and

Applicant’s mark MOTOWN METAL are highly similar.

10.  Use by Applicant of the mark MOTOWN METAL will be likely to cause
confusion, mistake, or deception with UMG’s aforesaid MOTOWN and MOTOWN and
Design trademarks and result in the belief that Applicant or its goods are in some way

legitimately connected with, sponsored by, or approved by UMG.




11.  Any use Applicant has made or may make of the mark MOTOWN

METAL is and will be without UMG’s consent or permission.

12.  For the reasons stated above, UMG would be damaged by the registration
of the mark shown in the Application, in that, inter alia, such registration would give
Applicant a prima facie exclusive right to the use of MOTOWN METAL, despite the

likelihood of confusion, mistake, or deception described above.

WHEREFORE, UMG requests that this Opposition be sustained in favor of

UMG, that the Application be rejected, and that the registration of the Application be

refused.

UMBG submits herewith the requisite $300 filing fee. Please charge any additional

fees or credit overpayment to Deposit Account No. 13-3735.

Please address all correspondence to Jeffrey D. Goldman, Esq., Mitchell

Silberberg & Knupp, LLP, 11377 West Olympic Boulevard, Los Angeles, California

90064
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This request is being submitted in triplicate as required by 37.C.F.R.§ 2.102(d).

Respectfully submitted,

/2

1\% D. Goldman, Esq.

chell Silberberg & Knupp LLP
11377 W. Olympic Boulevard
Los Angeles, CA 90064

(310) 312-3715

Attorneys for Opposer

Date of Deposit: MZ w /

I hereby certify that this paper or fee is being deposited
with the United States Postal Service on the date
indicated above and is addressed to: Assistant
Commissioner for Trademarks, P.O. Box 1451,
Alexandria, Virginia 22313-1451.

Fpnbedyf Sgromit-
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